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Sir: 



AMENDMENT 

In response to the Office Letter of July 27, 2001 please amend the claims as set 
forth in the attachment captioned "Amended Claims with Markings". 

DETAILED AMENDMENTS 

Applicants have amended claim 1 to specify that the lube oil has a viscosity 
between 9 and 20 cSt at 100°C. 



Claim 2 was amended to delete reference to the lube oil viscosity which now is 
recited in claim 1 . 
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Claim 3 was cancelled. 



Claim 4 was amended to depend from claim 2. 



Claim 6 was amended to specify that the antioxidant and VI improvers are added 
to a base oil having a viscosity of from 9 to 20 cSt at 100°C and that the anti-oxidant is selected 
from phenolic antioxidants thereby excluding amine antioxidants. 



Claim 7 was amended similar to claim 2. 
Claim ^was cancelled. 



The dependency of claim 9 was changed to claim 7. 
Clean copies of the amended claims are enclosed. 



REMARKS REGARDING REJECTIONS 



The Examiner rejected claims 1 to 10 under 35 U.S.C. 102(e) as anticipated by 
Inoue. Applicants respectfully submit that the claims as amended obviate that rejection. 

Both claims 1 and 6 require a lube oil that has a viscosity of 9 to 20 cSt at 100°C 
whereas the viscosity of Inoue's base oil is 2 to 8 cSt at 100°C. Thus the reference fails to 
anticipate applicants' gas engine oil. 



Additionally, it is worth noting that Inoue teaches keeping the finished motor 
vehicle oil at a viscosity in the range of 5.6 to 12.5 cSt at 100°C whereas the oils of applicants' 
gas engine oil examples have a viscosity greater than 13 cSt at 100°C. Inoue also teaches that 
the base oil must have a very specific aromatic content without which good performance in a 
motor vehicle cannot be obtained. In contrast applicants have discovered that the performance 
of gas engine oils having a base oil viscosity of 9 to 20 cSt at 100°C is enhanced by the 
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combination of a phenolic antioxidant and a low level of VI improver. No such suggestion is 
made by Inoue. 

The Examiner also rejected claims 1-1 1 under 35 U S C. 103(a) as unpatentable 
over Vienna. Applicants respectfully request the Examiner to reconsider and withdraw that 
rejection. 

Vienna is concerned with hydraulic and transmission fluids whereas applicants* 
invention is directed to gas engine oils. The difference is significant. Indeed Vienna clearly 
points out (at column 1, liens 53 to 64) what is well known in the art that fluids suitable in one 
application may not be suitable in a different application and that additives effective in one 
application may not be effective in another. Such is so in the instant situation. Vienna, for 
example, uses a chlorinated fatty acid friction modifier in his fluid. Such a material could not be 
used in a gas engine oil because it would be too thermally unstable for the high temperature to 
which gas engine oils are subjected. Vienna teaches using tricreysl phosphates which would not 
be used in gas engine oils because of the adverse effect use of such a material would have on the 
engine exhaust catalyst system. Vienna's final composition has a minimum viscosity of 47 SSU 
(9 cSt) at 210°F whereas applicants' gas engine oil examples have a minor viscosity of about 13 
cSt at 100°C. Vienna's final composition has a maximum viscosity of 12,000 SSU at 0°F 
whereas the viscosity of applicants' oil would be too thick to even measure at 0°F. 

Clearly Vienna does not disclose a long life gas engine oil or method for enhancing 
gas engine oils. 
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In view of the foregoing comments and amendments applicants respectfully 



request the Examiner to pass the case to issue. 
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Respectfully submitted, 




doieph/. Alfocca 
^/tttorney for Applicants 
Registration No. 27,766 
Telephone No. (908) 730-3629 



